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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. >' f - 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). > 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any * 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication^ filed on 04 September 2001 . 
2a)D This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution a$.tQ the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213.. 
Disposition of Claims 

4) I3 Claim(s) 8-14 is/are pending in the application. 

4a) Of the above claim(s) 14 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 8-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) S Claim(s) 14 are subject to restriction and/or election requirement. 
Application Papers 

9) (3 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) K The proposed drawing correction filed on 04 September 2001 is: a)S approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 13 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)0 All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. . ' • - * 

2. D Certified copies of the priority documents have been received in Application No. ; : 

3. D Copies of the certified copies of the priority documents have been received in this National Stage • 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. ... . 

Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Pape* No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) ^ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 7 ' * 
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DETAILED ACTION 
Election/Restrictions 

1 . This application contains claims directed to the following patentably distinct species of 
the claimed invention: the species of Figures 3-3c (claim 14) and the species of Figures 4 and 10 
(claims 8-13), respectively. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally . 
held to be allowable. Currently, no claims are generic. * • ' 

Applicant is advised that a reply to this requirement must include an identificatfon of thfe 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added ; after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). y 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

2. During a telephone conversation with Ms Kathleen A. Daley on August 21, 2002 a 
provisional election was made with traverse to prosecute the invention of the species of Figures 4 
and 10, claims 8-13. Affirmation of this election must be made by applicant in replying^to this 
Office action. Claim 14 is withdrawn from further consideration by the examiner, 37 

CFR 1 . 142(b), as being drawn to a non-elected invention. 

0 

\ ... 

Defective Reissue Declaration 

3. The reissue oath/declaration filed with this application is defective because it fails to 

m * * 

identify at least one error which is relied upon to support the reissue application. See 37 CFR 
1.175(a)(1) and MPEP § 1414. : „ . 

The reissue declaration fails to specifically identify at least one error being corrected in 
the reissue. General statements in Item 7 of the reissue declaration are not specific enough. The 
declaration should point out what limitations of the patented claims are too specific and how the 
reissue is doing to broaden them. 

Claim Rejections - 35 USC § 251 

4. Claims 8-13 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion above in this.Office . 
action. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: % 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on • 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the. invention * 
thereof by the applicant for patent •/ " •„ 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act. of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

6. Claims 8, 9, 1 1 and 13 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Wilson etal(US.5, 165,478) 

The claimed structure or method steps read exactly on the reference's when piston 120, 
220, 320, 420, 520, 620, 720 or 820 in Wilson '478 is considered as the "production pipe" as 
recited. 

•* * * • 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth* in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the * 
manner in which the invention was made. ; 

8. Claims 10 and 12 are rejected under 35 U.S.C 103(a) as being unpatentable ove'r Wilson 
'478, alone, or in view of Taggart (US 3,461,977) or Caldwell (US 3,390,724). ; ..... 

Wilson et al disclose the invention as claimed except for the location of the elastomeric 
sealing element. However, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to locate O-ring 137 in the flange at the innermost end of the 
extensible piston of Wilson '478 since it has been held that a mere reversal of the essentia}, 
working parts of a device involves only routine skill in the art. In re Einstein, 8 USPQ 16.7; In 
any event, either Taggart '977 or Caldwell '724 teaches providing the flange with a sealing 
element as claimed to prevent leakage (see sealing element 57 in Figure 6 and column 3, lines 
73-75 in Taggart; and O-ring 40 in Figure 3 and column 4, lines 40-44 in Caldwell). It>ould 
have been obvious to provide Wilson '478 with an elastomeric sealing element in the flange in 
view of the teaching of Taggart or Caldwell for the advantage pointed out above. 

Specification 

9. The disclosure is objected to because of the following informalities: In the Brief . 
Description of the Drawings (column 3, line 31), the words "FIG. lid" should be -FIG. Id--. 

The disclosure is further objected to because the specification does not comply with 37 
CFR § 1. 177 which requires that when more than one application is filed for the reissue of a 
single patent, each application must contain or be amended to contain in the first sentence bf the 
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specification a notice stating that more than one reissue application has been filed and identifying 
each of the reissue applications by relationship, application number and filing date. . 
Appropriate correction is required. 

Drawings 

10. The proposed drawing correction and/or the proposed substitute sheets of drawings, filed 
on September 4, 2001 have been approved. A proper drawing correction or corrected drawings 
are required in reply to the Office action to avoid abandonment of the application. The correction 
to the drawings will not be held in abeyance. 

Conclusion 

11. It is noted that the reference identified as "Exhibit O" (next to last item on Form PTO- 
1449) W as not in the box of references that was hand-carried to the examiner on June 27, 2002 
for a sister reissue application (09/824,738). An identical copy of "Exhibit N" was founded in 
the place provided for "Exhibit O". Applicant is requested to provide a copy of "Exhibit O" in ' . 
response to this Office action. 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. ; 

13. Any inquiry concerning this communication or earlier communications from the ' 
examiner should be directed to Hoang Dang whose telephone number is 703-308-2149. The 
examiner can normally be reached on 9: 15-5:45 Monday-Friday. * 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave Bagnell can be reached on 703-308-2151. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3597 for regular 
communications and 703-305-3597 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-2168. . . ; 




Hoang Dang 
Primary Examiner 
Art Unit 3672 



91944115.1st 
August 23, 2002 



